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—The MAILING DATE of this communication appears on the cover sheet beneath the correspondence address- 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 1? ( yU/"*^ MONTH(S) FROM THE MAILING DATE 
OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .1 36(a). In no event, however, may a reply be timely filed after SIX (6) MONTHS 
from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, such period shall, by default, expire SIX (6) MONTHS from the mailing date of this communication . 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

Status 



]8 Responsive to communication(s) filed on. 
p±> This action is FINAL. 



□ Since this application is in condition for allowance except for formal matters, prosecution as to the merits Is closed in 
accordance with the practice under Ex parte Quayle, 1 935 CD. 1 1 ; 453 O.G. 21 3. 

Disposition of Claims 

^DCIaim(s) \ ~ is/are pending in the application. 

Of the above claim(s) is/are withdrawn from consideration. 

□ Claim(s) is/are allowed. 

Is Claim(s) V*" is/are rejected. 

□ Claim(s) is/are objected to. 

□ Claim(s) are subject to restriction or election 

requirement. 

Application Papers 

□ See the attached Notice of Draftsperson's Patent Drawing Review, PTO-948. 

Q The proposed drawing correction, filed on is □ approved □ disapproved. 

□ The drawing(s) filed on is/are objected to by the Examiner. 

□ The specification is objected to by the Examiner. 

□ The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 119 (a)-(d) 

□ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 11 9(a)-(d). 

□ All □ Some* □ None of the CERTIFIED copies of the priority documents have been 

□ received. 

□ received in Application No. (Series Code/Serial Number) . 



□ received in this national stage application from the International Bureau (PCT Rule 1 7.2(a)). 

'Certified copies not received: . 

Attachment(s) 

□ Information Disclosure Statement(s), PTO-1449, Paper No(s) □ Interview Summary, PTO-413 

□ Notice of Reference(s) Cited, PTO-892 □ Notice of Informal Patent Application, PTO-152 

□ Notice of Draftsperson's Patent Drawing Review, PTO-948 □ Other 
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1. Claims 1-25 are presented for examination. 

2. The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the 
manner and process of making and using it, in such full, clear, concise, and exact 
terms as to enable any person skilled in the art to which it pertains, or with which 
it is most nearly connected, to make and use the same and shall set forth the best 
mode contemplated by the inventor of carrying out his invention. 

3. Claims 1-13 are rejected under 35 U.S.C. 1 12, first paragraph, as containing 
subject matter which was not described in the specification in such a way as to 
enable one skilled in the art to which it pertains, or with which it is most nearly 
connected, to make and/or use the invention. 

4. In amended claim 1 applicants claim the operation of the second instruction is 
executed in a third period and then again in a fourth period which comes at a time 
period after the third period. Applicants even claim in dependent claim 5 the second 
instruction is executed a third time in a sixth period which is different from a fifth 
period which includes period 4. Applicants have not enabled a system which re- 
executes the same instruction two or three times in response to the same decoding of 
the instruction. 

5. Claims 1-25 are rejected under 35 U.S.C. 1 12, first paragraph, as based on a 
disclosure which is not enabling. The fact that certain capabilities are provided to 
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the invention by the format of the VLIW instruction while other capabilities are 
provided by the format of the sub-instructions of the VLIW instruction is critical or 
essential to the practice of the invention, but not included in the claim(s) is not 
enabled by the disclosure. See In re Mayhew, 527 F.2d 1229, 188 USPQ 356 
(CCPA 1976). 

6. Applicants claims mix the capabilities of instructions and sub- instructions 
without distinguishing as to what provides the capabilities and implying applicants 
have some form of hybridized instructions which are not enabled. 

7. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out 
and distinctly claiming the subject matter which the applicant regards as his 
invention. 

8. Claims 1-13 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

9. See paragraph 4 and 6, supra. 

10. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 
that form the basis for the rejections under this section made in this Office action: 
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A person shall be entitled to a patent unless — 

(e) the invention was described in a patent granted on an application for patent by another filed in 
the United States before the invention thereof by the applicant for patent, or on an international 
application by another who has fulfilled the requirements of paragraphs (1), (2), and (4) of section 
371© of this title before the invention thereof by the applicant for patent. 

1 1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as 
set forth in section 102 of this title, if the differences between the subject matter sought to be 
patented and the prior art are such that the subject matter as a whole would have been obvious at 
the time the invention was made to a person having ordinary skill in the art to which said subject 
matter pertains. Patentability shall not be negatived by the manner in which the invention was 
made. 

This application currently names joint inventors. In considering patentability 
of the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter 
of the various claims was commonly owned at the time any inventions covered 
therein were made absent any evidence to the contrary. Applicant is advised of the 
obligation under 37 CFR 1.56 to point out the inventor and invention dates of each 
claim that was not commonly owned at the time a later invention was made in order 
for the examiner to consider the applicability of 35 U.S.C. 103© and potential 35 



U.S.C. 102(f) or (g) prior art under 35 U.S.C. 103(a). 
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12. Applicant has provided evidence in this file showing that the invention was 
owned by, or subject to an obligation of assignment to, the same entity as Holmann 
et al. (Patent No. 5,815,698) at the time this invention was made. Accordingly, 
Holmann is disqualified as prior art through 35 U.S.C. 102(f) or (g) in any rejection 
under 35 U.S.C. 103(a) in this application. However, this applied art additionally 
qualifies as prior art under subsection (e) of 35 U.S.C. 102 and accordingly is not 
disqualified as prior art under 35 U.S.C. 103(a). 

Applicant may overcome the applied art either by a showing under 37 
CFR 1.132 that the invention disclosed therein was derived from the invention of 
this application, and is therefore, not the invention "by another," or by antedating the 
applied art under 37 CFR 1.131. 

13. Claims 1-25 are rejected under 35 U.S.C. 102 (e) as being anticipated by or 
under 35 U.S.C. 103(a) as being unpatentable over Holmann et al. (Patent No. 
5,815,698). 

14. The examiner considers the apparatus of applicants' claims to be taught by 
Holmann in Figs. 5, 12, 18, and 23 as best understood by the examiner. Holmann 
also taught instruction delay and the means for implementing it in his three 
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embodiments based on a PC value or PC offset encoded in an instruction. In 
addition, Holmann taught a conditional instruction (Fig. 7, element 115) which had 
the potential to be made time-conditional, too. And, Holmann taught motivation for 
one of ordinary skill in the art to make such an instruction conditional (to reduce the 
program size, increase scheduling flexibility, and reduce the number of execution 
cycles-col. 17, line 14 and col. 20, lines 1 1-12 and 42-43). Due to the severe 1 12 
problems of applicants' claims the examiner is unable to determine how best to 
apply the art. 

15. The drawings are objected to under 37 CFR 1 .83(a). The drawings 
must show every feature of the invention specified in the claims. Therefore, the 
elements of claims 1-25 related to the various signals, where they are derived from, 
where they are stored, the timing relationships between the actions claimed and 
what actions are performed by VLIW instructions, sub-instructions, and or micro- 
instructions? must be shown or the feature(s) canceled from the claim(s). No new 
matter should be entered. 

16. One or more flowcharts might allow applicants to appropriately represent all 
the elements of claims 1-25. 



* 



Application/Control Number: 09/146,259 



Page 7 



Art Unit: 2183 

17. Applicant's amendment, necessitated the new ground(s) of rejection presented 
in this Office action. Accordingly, THIS ACTION IS MADE FINAL. See 
MPEP § 706.07(a). Applicant is reminded of the extension of time policy as set 
forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire 
THREE MONTHS from the mailing date of this action. In the event a first reply is 
filed within TWO MONTHS of the mailing date of this final action and the advisory 
action is not mailed until after the end of the THREE-MONTH shortened statutory 
period, then the shortened statutory period will expire on the date the advisory 
action is mailed, and any extension fee pursuant to 37 CFR 1.136(a) will be 
calculated from the mailing date of the advisory action. In no event, however, will 
the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

18. Any inquiry concerning this communication should be directed to William M. 
Treat at telephone number (703) 305-9699. k , 




WILLIAM M. TREAT 
PRIMARY EXAMINER 



